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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 18 September 2006 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 
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DETAILED ACTION 

The preliminary amendment filed on 9/18/2006 is made of record. Claims 
1-10 are pending. 

Information Disclosure Statement 

References cited in the Information Disclosure Statement, filed on 
9/18/2006, are made of record. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-10 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

1. Claim 1 and its dependent claims are indefinite as claim 1 fails define the 
process properly. The process claim appears to perform a transesterification 
process wherein R 3 is replaced with R 6 . However, claim 1 does not recite any 
alcohol or amine as reactant for the process. As it recited, the process is vague 
and unclear as to how the transesterification would occur. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 
148 USPQ459 (1966), that are applied for establishing a background for 
determining obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at 
issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering 

patentability of the claims under 35 U.S.C. 103(a), the examiner presumes that 

the subject matter of the various claims was commonly owned at the time any 

inventions covered therein were made absent any evidence to the contrary. 

Applicant is advised of the obligation under 37 CFR 1 .56 to point out the inventor 

and invention dates of each claim that was not commonly owned at the time a 

later invention was made in order for the examiner to consider the applicability of 

35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 

U.S.C. 103(a). 

Claims 1-10 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Flood et al. EP 624,577. 

Flood et al. teaches a process for preparation of 1,3,5-triazine carbamates 
and their use as cross-linking agents. See page 3, formula shown therein and 
note the definition of Z and Q. Flood et al teaches reaction of at least 
diaminotriazine with acyclic organic carbonate in presence of a strong base. See 
pages 9-12 for examples 1-22 for process details. 
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The instant process requires use of intermediate triazine carbamates to 
react with alcohol or amine, while the examples of Flood et al teaches use of 
higher alkoxide and dimethylcarbonate in presence of higher alkanols. However, 
Flood et al. also clearly teaches that the acyclic carbonates can be prepared by 
alkoxide exchange process. See page 6, column 9, and line 47-52. For example, 
Flood et al, teaches dibutylcarbonate or methyl butylcarbonate or a mixture 
thereof may be prepared by contacting dimethylcarbonate with butanol in 
presence of base, and thereafter with amino-1,3,5-triazine to get carbamates. 
See column 10, line 23-35. Thus it is evident that one can start with dimethyl 
carbonate and higher alcohol in presence of a base make carbamate of higher 
alcohol. Thus, Flood et al. teaches that by exchange process one can make 
higher alcohol carbamates by adding all the three reactant together. 

Thus one having ordinary skill in the art at the time of the invention was 
made would have been motivated to employ the process taught by Flood to the 
starting materials and reactants of the instant invention including making a lower 
alcohol carbamate and then do the exchange reaction of lower alkoxide with 
higher alcohol in situ and expect to obtain the desired product because he would 
have expected the analogous starting materials and reactants react similarly in 
view of the teaching of the prior art. It has been held that application of an old 
process to an analogous material to obtain a result consistent with the teachings 
of the art would have been obvious to one having ordinary skill. Note In re 
Kerkhoven 205 USPQ 1069. 

See also MPEP 2144.05, which says, under Optimization Within Prior Art 
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Conditions or Through Routine Experimentation: 

Generally, differences in concentration or temperature will not support the 
patentability of subject matter encompassed by the prior art unless there is 
evidence indicating such concentration or temperature is critical. "[W]here the 
general conditions of a claim are disclosed in the prior art, it is not inventive to 
discover the optimum or workable ranges by routine experimentation." In re Aller, 
220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955) (Claimed process which 
was performed at a temperature between 40°C and 80°C and an acid 
concentration between 25% and 70% was held to be prima facie obvious over a 
reference process which differed from the claims only in that the reference 
process was performed at a temperature of 100°C and an acid concentration of 
10%.). See also In re Hoeschele, 406 F.2d 1403, 160 USPQ 809 (CCPA 1969) 
(Claimed elastomeric polyurethanes which fell within the broad scope of the 
references were held to be unpatentable thereover because, among other 
reasons, there was no evidence of the criticality of the claimed ranges of 
molecular weight or molar proportions.). For more recent cases applying this 
principle, see Merck & Co. Inc. v. Biocraft Laboratories Inc., 874 F.2d 804, 10 
USPQ2d 1843 (Fed. Cir.), cert, denied, 493 U.S. 975 (1989); In re Kulling, 897 
F.2d 1147, 14 USPQ2d 1056 (Fed. Cir. 1990); and In re Geisler, 116 F.3d 1465, 
43 USPQ2d 1362 (Fed. Cir. 1997). 

Also see KSR International Co. v. Teleflex Inc., 127 S.Ct. 1727 (2007), 
wherein the court stated that 

[w]hen there is a design need or market pressure to solve a problem and 
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there are a finite number of identified, predictable solutions, a person of ordinary 
skill has good reason to pursue the known options within his or her technical 
grasp. If this leads to the anticipated success, it is likely the product not of 
innovation but of ordinary skill and common sense. 

Such is the case with instant claims. Flood et al., teaches the overall 
process of making carbamates via exchange of lower alcohol with higher alcohol, 
and teaches such process involves transesterification and removal of lower 
boiling alcohol to get better exchange reaction. Hence, based on these 
teachings, one trained in the art would be motivated to make compounds lower 
alcohol carbamate of triazines and then do exchange of the lower alcohol with 
higher alcohol. 

Conclusion 

Any inquiry concerning this communication from the examiner should be 
addressed to Venkataraman Balasubramanian (Bala) whose telephone number 
is (571) 272-0662. The examiner can normally be reached on Monday through 
Thursday from 8.00 AM to 6.00 PM. The Supervisory Patent Examiner (SPE) of 
the art unit 1624 is James O. Wilson, whose telephone number is 571-272-0661 . 
The fax phone number for the organization where this application or proceeding 
is assigned (571) 273-8300. Any inquiry of a general nature or relating to the 
status of this application or proceeding should be directed to the receptionist 
whose telephone number is (571) 272-1600. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
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for published applications may be obtained from either Private PAIR or Public 
PAG. Status information for unpublished applications is available through Private 
PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-2 17-9197 (toll- 
free). 

A/enkataraman Balasubramanian/ 
Primary Examiner, Art Unit 1624 



